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DETAILED ACTION 

1. Claims 1-26 have been examined. 

OBJECTIONS 

2. The use of the trademark DICOM has been noted in this application. It should be 
capitalized wherever it appears and be accompanied by the generic terminology. 

3. Although the use of trademarks is permissible in patent applications, the 
proprietary nature of the marks should be respected and every effort made to prevent 
their use in any manner, which might adversely affect their validity as trademarks. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

18. Claims 12 to 24 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

5. Claims 12 and 22 state a computer readable medium comprising a program to 
control a computer; it is not clear if the applicant wants to claim a medium or a program. 

7. Claims 13 to 21 are also rejected under 35 U.S.C. 1 12, second paragraph 
according to the dependency to the claim 12. 

8. Claims 23 and 24 are also rejected under 35 U.S.C. 112, second paragraph 
according to the dependency to the claim 22. 
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Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claim 9 is rejected under 35 U.S.C. 101 the claimed invention is directed to non- 
statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, 
natural phenomena) that do not apply, involve, use, or advance the technological 
arts fail to promote the "progress of science and the useful arts" (i.e., the physical 
sciences as opposed to social sciences, for example) and therefore are found to 
be non-statutory subject matter. For a process claim to pass muster, the recited 
process must somehow apply, involve, use, or advance the technological arts. 

11. In the present case, the claims only recite an abstract idea. Exemplary claim 9 
recites a study merging method, comprising merging a patient's first medical study with 
a logically related second medical study; However, there is no requirement within the 
recited means to positively and definitely require the technological arts. For example, 
merging of the medical studies can be done by any person who works for the medical 
facility by only putting them in a file folder. 

(2) whether the invention produces a useful, concrete, and tangible result. 
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Additionally, for a clainned invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. 

12. In the present case, the claimed invention does recite a useful, concrete and 
tangible result; in that it merges medical studies; however such a practical application is 
not within the technological arts. 

13. Claims 12 and 22 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Under the statute, the claimed 
invention must fall into one of the four recognized statutory classes of invention, namely, 
a process (or method); a machine (or system); an article of manufacture; or a 
composition of matter. 

Examiner assumes that 12*"^ and 22"^ claims claim a computer program to control 
a computer. 

Claim Rejections - 35 USC § 102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

15. Claims 1 to 4, 7, 8, 10, 11, 25 and 26 are rejected under 35 U.S.C. 102(b) as 
being unpatentable by Seliger et al. (U.S. Patent No. 5,546,580). 

A. As per clai m 1, Seliger et al. discloses a study merging or updating method 
(Seliger et al.; col.3, lines 6-8), comprising: 
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i. merging or updating a patient's first medical study with a logically 
related second medical study (Seliger et a!.; col.3, lines 8-18 and lines 20- 
23), 

ii. such that the resultant composite study is the first medical study 
and has a study identifier of the first medical study (Seliger et al.; col. 11 , 
lines 59-65), 

iii. wherein the merging includes an automatic adding of medical 
information of the second medical study to the first medical study (Seliger 
et al.; col.5, lines 39-42). 

B. As per clai m 2, Seliger et al. discloses the study merging method of claim 1 , 
wherein the medical information is at least one of medical images, patient 
measurements, findings, comments, waveforms, Doppler audio, and a medical 
study report or a flowsheet (Seliger et al.; col.3, lines 6-8). 

C. As per claim 3, Seliger et al. discloses the study merging method of claim 2, 
wherein patient measurement information of the first medical study is computed, 
based on the patient measurements in the second medical study, upon merging 
the first and second medical studies (Seliger et al.; col.12, lines 56-65). 

D. As per claim 4, Seliger et al. discloses the study merging method of claim 1 , 
wherein stage information of the second medical study is added to the first 
medical study according to a protocol attribute of the second medical study 
(Seliger et al.; col.12, lines 1-6). 



Application/Control Number: 09/876,782 Page 6 

Art Unit: 3626 

Examiner understands stage information as information obtained or 
measured in time intervals or at different stages according to the 
applicant's specifications, paragraph (0032); therefore examiner considers 
"changes since the last update" as a stage information. 

E. As per clai m 7, Seliger et al. discloses the study merging method of claim 1 , 
wherein new medical information of the second medical study is added to the 
composite study based on the new medical information including a study 
identifier of the second medical study (Seliger et al.; col. 12, lines 17-19 and 
col.11, lines 59-61). 

F. As per claim 8, Seliger et al. discloses the study merging method of claim 1 , 
further comprising identifying the first and second medical studies (Seliger et al.; 
col.3, lines 8-18) and initiating said merging from a terminal remote from a 
storage unit containing either of the first and second medical studies (Seliger et 
al.; col.12, line 65 to coll 3, line 2). 

G. As per claim 9, Seliger et al. discloses a study merging method, comprising: 
merging a patient's first medical study with a logically related second medical 
study (Seliger et al.; col.3, lines 6-8), such that medically context-specific 
information stored in at least one of the first and second medical studies is 
merged based upon a protocol of at least one of the first and second studies, the 
protocol being indicated by an attribute of at least one of the first and second 
studies (Seliger et al.; col.12, lines 1-6). 
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H. As per claim 10, Seliger et al. discloses the study merging method of claim 9, 
wherein the medically context-specific information Is stage information or 
measured in different stages (Seliger et al.; col. 5, lines 16-17). 

I. As per claim 1 1 , Seliger et al. discloses the study merging method of claim 9, 
wherein the medically context-specific information is measurement information 
(Seliger et al.; col. 2, lines 3-7). 

J. As per claim 25, Seliger et al. discloses a medical study merging method 
(Seliger et al.; col.3, lines 6-8), comprising: 

iv. identifying a patient's related first and second medical studies to be 

merged (Seliger et al.; col. 12, lines 9-12); 

V. merging the first medical study with the second medical study 
(Seliger et al.; col.3, lines 8-18 and lines 20-23), 

vi. such that a resultant composite study has a study identifier different 
from at least one of the first and second medical studies (Seliger et al.; 
col.11, lines 59-65), 

vii. wherein the merging includes an automatic adding of a series of the 
second medical study to the composite study (Seliger et al.; col. 5, lines 
39-42), 

viii. the series of the second medical study having a series identifier the 
same as a pre-merge corresponding series identifier, with the series of the 
second medical study including at least an artifact with an artifact identifier 
the same as a pre-merge corresponding artifact identifier, such that the 
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composite study includes series and corresponding series identifiers from 
both the pre-merged first and second medical studies (Seliger et al.; col. 
11, lines 59-65). 

K. As per clai m 26, Seliger et al. discloses the medical study merging method of 
claim 25, wherein the composite study is the first medical study. (Seliger et al.; 
col. 3, lines 20-23). 

Examiner considers updating of the record has the same meaning as 

composite study is the first study. 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. Claims 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Seliger 
et al. (U.S. Patent No. 5,546,580) in view of applicant's admitted prior art. 

A. As per clai m 5, Seliger et al. discloses the study merging method of claim 1 , 
wherein the first and second medical studies include unique identifiers according 
to a DICOM standard. 

Seliger et al. fails to expressly teach the unique identifiers according to a 
DICOM standard, per se, since it appears that Seliger et al. is more 
directed to updating records such as patient's flowsheets using sequence 



Application/Control Number: 09/876,782 Page 9 

Art Unit: 3626 

number and event information. However, this feature is well known 

according to the applicant's background information. 

As per paragraph (0002) of applicant's background information, DICOM is 

a prevailing standard for medical imaging management. 
18. Claims 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Seliger 
et al. (U.S. Patent No. 5,546,580) in view of Cooke Jr. et al. (U.S. Patent No. 
6,574,629). 

A. As per clai m 6, Seliger et al. discloses the study merging method of claim 1 , 
wherein a series instance identifier, for a series of the second medical study, is 
added to the first medical study without generating a new series instance 
identifier in the first medical study for said series of the second medical study. 
Seliger et al. fails to expressly teach the unique identifiers which does not 
generate a new series instance identifier in the first medical study, per se, 
since it appears that Seliger et al. is more directed to updating records 
using sequence number and event information. However, this feature is 
well known in the art, as evidenced by Cooke Jr. et al. 
In particular, Cooke Jr. et al. discloses a picture archiving and 
communication system (PACS) (Cooke Jr. et. a!.; abstract) wherein merge 
button merges two or more selected studies into one study folder(Cooke 
Jr. et. al.; col.21 line 24-26). 

It would have been obvious to one having ordinary skill in the art at the 
time of the invention to have combined updates to a medical database 
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with merging studies into one folder with the motivation of the folder to be 
treated as a single study (Cooke, Jr. et. al.; col. 21, lines 26-28). 

Conclusion 

19. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not applied arts teach "Medical image diagnostic 
system" 5,605,153, "Method for validating a digital imaging communication standard 
message" 5,671,353, "Workstation for medical sen/ice" 5,675,744, "Patient information 
analysis management system and method" 5,713,350, "Workstation for medical service" 
5,915,242, "Medical image management system and method" 2002/0016718, "DICOM 
to XML generator" 2002/0143824 and "Method and system for medical patient data 
analysis" 6,61 1,846. 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dilek B. Cobanoglu whose telephone number is 571- 
272-8295. The examiner can normally be reached on 8-4:30. 

21 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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22. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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